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Art Unit: 2876 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was. patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-2, 8, 11-13, 15-17, 19, and 22-23 are rejected under 35 U.S.C. 102(b) 
as being anticipated by McCabe et al. US 6,068,192. 

McCabe teaches: 
With respect to claim 1 : 

• A value or security document wherein said value or security document 
includes a circuit (Figure 2 teaches circuit, #18) and said circuit is provided 
with a break adapted to be closed by a conducting element (Abstract and 
Figure 2 teaches smart card housing that closes so that contact, #20 of 
conductor, #16 comes into contact with power supply, #15 and contact, 
#21 of conductor, #16 comes into contact with contact of circuit, #18, 
thereby closing the circuit and allowing the card to function) 

With respect to claim 2 and incorporating all limitations of claim 1 : 

• Wherein said conducting element is situated on the document and said 
conducting element is movable across the break by forming the document 
(Figure 2 teaches conducting element, #16 that is situated on smart card, 
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#10 and wherein the conductor, #16 is moved to come into contact with 
conductor, #14 by forming the housing of the card (Column 5, Lines 22- 
27)) 

With respect to claim 8 and incorporating all limitations of claim 1 : 

• Wherein a security feature is activatable by closing the break with the 
conducting element (Abstract teaches that if the housing if separated then 
the circuit is opened and the connection to the battery is broken so that 
data held in the memory is erased) 

With respect to claim 1 1 and incorporating all limitations of claim 1 : 

• Comprising a battery and/or a solar cell and/or an antenna power supply 
(Figure 2, #15 teaches a power supply that is a battery (Column 5, Lines 
3-4) 

With respect to claim 12 and incorporating all limitations of claim 11: 

• Wherein said break is designed in such manner that the security feature is 
activated by closing the break with the conducting element (Abstract 
teaches that if the housing if separated then the circuit is opened and the 
connection to the battery is broken so that data held in the memory is 
erased) 



With 



respect to claim 1 3 and incorporating all limitations of claim 1 : 
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• A first circuit pattern and a second circuit pattern which are separated from 
one another by the break and superimposable one upon the other by 
forming of the document so that the break is closed (Figure 2 teaches 
conducting element, #16 that is situated on smart card, #10 and wherein 
the conductor, #16 is moved to come into contact with conductor, #14 by 
forming the housing of the card (Column 5, Lines 22-27)) 

With respect to claim 15 and incorporating all limitations of claim 1: 

• A substrate made of a paper and/or a plastics film (Column 6, Lines 4-5 
teaches the housing is made of plastic) 

With respect to claim 16 and incorporating all limitations of claim 15: 

• Wherein one or several elements of the circuit, in particular the conducting 
element, are printed onto the document by means of a printing ink 
(Column 9, Lines 7-8 and 24-35) 

With respect to claim 17, a method of manufacturing a value or security 
document, said method comprising the steps of: 

• Providing a substrate (Column 9, Lines 7-8) 

• Printing a circuit onto said substrate (Column 9, Lines 7-8 and 24-35), said 
circuit having a break and said break being closable by a conducting 
element (Abstract and Figure 2 teaches smart card housing that closes so 
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that contact, #20 of conductor, #16 comes into contact with power supply, 
#15 and contact, #21 of conductor, #16 comes into contact with contact of 
circuit, #18, thereby closing the circuit and allowing the card to function) 

With respect to claim 19 and incorporating all limitations of claim 17: 

• Printing a first circuit pattern and a second circuit pattern which are 
separated from one another by the break so that by forming of the 
document the first circuit pattern and the second circuit pattern are 
superimposable one upon the other (Figure 2 teaches conducting 
element, #16 that is situated on smart card, #10 and wherein the 
conductor, #16 is moved to come into contact with conductor, #14 by 
forming the housing of the card (Column 5, Lines 22-27)) 

With respect to claim 22 and incorporating all limitations of claim 1 : 

• Wherein the break comprises a physical break (Abstract teaches the 
conducting elements (Figure 2, #'s 16 and 17) are on separates and when 
connected together they close the circuit, therefore there is a physical 
break in the circuit until the housing is closed and the conductors come 
into contact with one another) 

With respect to claim 23 and incorporating all limitations of claim 1: 
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• Wherein the conducting element is formed of an electro conducting 
printing ink (Column 9, Lines 7-8 and 24-35) 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McCabe et al. US 6,068,192 in view of Kokubu US 5,710,421. 

McCabe fails to teach: 
With respect to claim 3: 

• Wherein said document forming operation involves a kinking, bending, 
rolling and/or folding process 

With respect to claim 4: 

• Wherein said value or security document has a predetermined kinking, 
bending and/or folding line or a kinking, bending and/or folding zone along 
which the forming operation essentially takes place 



With respect to claim 5: 
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• Wherein said predetermined kinking, bending and/or folding line or 
kinking, bending and/or folding zone is constructed in such manner that 
the forming operation is essentially reversible 

However, Kokubu teaches: 

With respect to claim 3 and incorporating all limitations of claim 2: 

• Wherein said document forming operation involves a kinking, bending, 
rolling and/or folding process (Abstract) 

With respect to claim 4 and incorporating all limitations of claim 3: 

• Wherein said value or security document has a predetermined kinking, 
bending and/or folding line or a kinking, bending and/or folding zone along 
which the forming operation essentially takes place (Abstract teaches the 
two halves are connected by a self-hinge portion) 



With respect to claim 5 and incorporating all limitations of claim 4: 

• Wherein said predetermined kinking, bending and/or folding line or 
kinking, bending and/or folding zone is constructed in such manner that 
the forming operation is essentially reversible (Column 4, Lines 27-29 
teach the halves can be unfolded to function as a contact type card) 
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Therefore, it would have been obvious to one of ordinary skill in the art to 
modify the invention of McCabe to form the document by a kinking, bending, 
rolling and/or folding process, as taught by Kokubu, to protect the surface of the 
contact by having it located inside the housing when folded (Column 1 , Lines 58- 
62). 

Allowable Subject Matter 

5. Claims 6-7, 9-10, 14, 18 and 20-21 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

6. The following is an examiner's statement of reasons for allowance: 
With respect to claim 6 and all its dependencies: 

• The break is constructed to be closable by an external conducting element 
With respect to claim 9 and all its dependencies: 

• The security feature is realized by a component that is designed to issue a 
visual and/or audible and/or electromagnetic signal 

With respect to claim 10 and all its dependencies: 

• A protective coat provided on at least one section of the circuit and having 
an aperture in the region of the break so that it is exposed 

With respect to claim 14 and all its dependencies: 

• The first circuit pattern and the second circuit pattern result in a coil 
subsequent to the document forming operation 
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With respect to claim 18 and all its dependencies: 

• Applying a protective coat to at least one section of the circuit and having 
apertures in the region of the break so that it is exposed 

With respect to claim 20 and all its dependencies: 

• The first circuit pattern is a first coil winding half and the second is a 
second coil winding half with a layer of insulating printing ink printed over 
a region of the coil winding halves 

The prior art of record fails to provide sufficient teaching or motivation to one of 
ordinary skill in the art to provide the features of these claims in the combinations as 
claimed. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kristy A. Haupt whose telephone number is (571) 272- 
8545. The examiner can normally be reached on M-F 7:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on (571) 272-2398. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 



published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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